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Renavp Sates Co., Inc. v. Davis, doing business as RENAUD ET 
Cie; Davis, doing business as ReENaup et Cie v. RENAUD 
Saves Co. 


United States Circuit Court of Appeals, First Circuit 
June 18, 1939 


Unraimr Competition—Svutirs—Derense or UNcLEAN Hanns. 

The defense of unclean hands may be invoked, even though the matter 

is not set up as a defense. 

Unratr Competrrion—Svutrs—DiIsmissaL or Braw—Errecr. 
| It is well settled that a decree dismissing an appeal in equity will be 
regarded as a judicial determination that the injunction should not have 
been granted. 
' 





Unrarr Competirion—“Renavup” anp “ReNaAup-Paris-1817” on PerrumMEs— 
SaLe or CHEAPENED Propucr UNnber OriGinat TrApE-Mark. 
Where perfumes made in Paris and exported to the United States 
under the trade-marks “Renaud” and “Renaud-Paris-1817” had obtained 
wide popularity because of their high quality, the acts of plaintiff, sole 
American representative of the French firm, in bottling and selling 
under the original trade-marks a cheaper perfume made by mixing the 
essence obtained from France with certain oils and alcohol, held a fraud 
upon the public. 


In equity. Action for unfair competition. From a decision of 
the District Court for the District of Massachusetts both parties 
appeal. Decree reversed in part. For opinion below see 28 T.-M. 
Rep. 353. 


Arthur D. Thomson, of Boston, Mass., and John H. Glaccum 
(of Munn, Anderson & Liddy), of New York City, for 
Renaud Sales Company. 

John W. Walsh (of Walsh & Walsh), David S. Grant, both of 
Boston, Mass., and Harry Ehrlich, of Cambridge, Mass., for 


Davis, ete. 
Before Witson, Peters and Brewster, Circuit Judges. 


Brewster, C. J.: These are cross-appeals from a decree of the 
District Court dismissing the bill of complaint. In this opinion the 
Renaud Sales Company, Inc., will be referred to as the plaintiff, 
and John H. Davis as defendant. 

The District Court granted a temporary injunction upon condi- 


tion that the plaintiff give a bond as ordered. A bond was given in 





414 TWENTY-NINTH TRADE-MARK REPORTER 


the sum of $4,000 upon condition that “if the said Renaud Sales 
Company, Inc., is successful on the hearing on the merits and the 
said injunction is made permanent, this bond shall be null and void, 
but if it should turn out after the hearing on the merits that the tem- 
porary injunction about to issue ought not to have issued,” the plain- 
tiff would pay the defendant as liquidating damages the sum of 
$2,000 and such further sum up to $4,000 as should be adequately 
proved to be the costs and damages of the defendant. 

It appears from the record that in 1924 the defendant caused 
to be organized, under the laws of Massachusetts, a corporation 
with the corporate name of “Renaud et Cie of America.” This cor- 
poration obtained the rights to sell and did sell in the United States 
the so-called Renaud perfumes and extensively advertised them, 
featuring “Renaud-Paris-1817.” The corporation also registered 
as a trade-mark the word “Renaud” and represented that it had 
been in use since 1817. The word, in this and other countries, had 
come to symbolize perfume of high quality of French origin. By 
mesne conveyance the plaintiff secured the rights as successor to 
the business and good-will of Renaud et Cie of America, including 
the right to use the trade-mark. The plaintiff also, by a new con- 
tract, procured the exclusive right to sell in the United States and 
other countries the Renaud perfumes. 

The defendant was doing business under the name of Renaud 
et Cie, and the trial court held that it was unlawfully using the word 
“Renaud” and the words “Renaud-Paris-1817” in violation of plain- 
tiff’s rights, and was perpetrating a fraud upon the public. 

The court held that the complaint should be dismissed because 


the plaintiff did not come into equity with clean hands. It con- 


cluded, nevertheless, that the temporary injunction was properly 
issued and that the defendant could not recover upon the bond. 

The question raised by plaintiff's assignment of error is whether 
on the facts the complaint should have been dismissed. The issue 
presented by defendant’s assignment is whether the District Judge 
properly denied recovery of the liquidated damages, as provided in 
the bond given by the plaintiff to the defendant. 
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First, as to the plaintiff's assignment: The court found that 
Renaud et Cie of America, as sole representative in the United 
States selling the products of Renaud-Paris-1817, S. A., had suc- 
ceeded in establishing for Renaud perfumes a well-defined reputa- 
tion. The essences were purchased in Paris in bulk and bottled in 
America with little or no change and sold at prices which would 
entitle the purchaser to high-grade perfume. 

After the plaintiff had succeeded to the business, it began to 
put on the market Renaud perfumes at greatly reduced prices. This 
was made possible by remixing the essence obtained from France 
with suitable oils and alcohol, whereby a much greater volume was 
obtained with the same amount of floral essence. The trial court 
found that a comparison of the perfume sold by the plaintiff with 
that sold formerly by Renaud et Cie disclosed a marked difference, 
that the same trade-mark and labels were used as were used with 
respect to the old Renaud perfume, and in no way was the attention 
of the public called to the fact that there had been any change in 
the place of origin or the ownership of the concern manufacturing 
the perfume. Any member of the purchasing public buying the 
plaintiff's perfume with the markings appearing on the bottle and 
on the package would have no reason to suspect that the perfume 
bought was of a lower quality than the old Renaud perfume. 

The trial judge further held and ruled that the conduct on the 
part of the plaintiff constituted a fraud upon the public which de- 
feated its rights to equitable relief. 

The numerous authorities, both in this country and in England, 
reviewed by Mr. Justice Shiras in the case of Worden v. California 
Fig Syrup Company, 187 U. S. 516, leave no doubt that the con- 
clusion reached by Judge Sweeney was the correct conclusion. 

The English case of Pidding v. How, 8 Simon, 477, and the case 
of Krauss v. Peebles’ Sons Company, 58 F. 585, were both cases 
dealing with a new mixture sold under an old name without notice 
to the public of the change. In the latter case Mr. Justice Taft, as 
Circuit Judge, said, “To bottle such a mixture, and sell it under 


the trade-label and caution notices above referred to, is a false 
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representation, and a fraud upon the purchasing public. A court of 
equity cannot protect property in a trade-mark thus fraudulently 
used.” 

In Worden v. California Fig Syrup Company, supra, the court 
cited with approval the case of Prince Mfg., Co. v. Prince’s Metallic 
Paint, 135 N. Y. 24, where the Court of Appeals of New York used 
the following language: 

Any material misrepresentation in a label or trade-mark as to the 
person by whom the article is manufactured, or as to the place where manu- 
factured, or as to the materials composing it, or any other material false 
representation, deprives the party of the right to relief in equity. The 
courts do not, in such cases, take into consideration the attitude of the 
defendant. . . . And, although the false article is as good as the true 
one, the “privilege of deceiving the public even for their own benefit is not 
a legitimate subject of commerce.” 

Respecting the defendant’s assignments of error, we are unable 
to follow the District Judge in his ruling that the injunction was 
properly issued. As already appears, the theory upon which the 
courts have proceeded in denying equitable relief is that the trade- 


mark which the proprietor sought to protect has been used as a 


means of misrepresentation or fraud upon the public. Therefore, 


at the time the suit was brought, the plaintiff had no standing in 
equity to ask for an injunction against the defendant. 

It is settled that the equitable maxim of unclean hands may be 
invoked even though the matter is not set up as a defense. Celluloid 
Mfg. Co. v. Read, 47 F. 712; Memphis Keeley Inst. v. Leslie E. 
Keeley Co., 155 F. 964, 974; Gynex Corp. v. Dilex Inst., 85 F. [ 2d] 
103. 

The plaintiff was not refused relief because of any acts com- 
mitted after the temporary injunction was issued. 

Furthermore, it seems to be equally well settled on the author- 
ities that a decree dismissing a bill in equity will be regarded as a 
judicial determination that the injunction should not have been 
granted. High on Injunctions, Vol. 2, page 1597; Mica Insulator 
Co. 1. Commercial Mica Co., 157 F. 92; Robinson v. Fidelity & 
Dep. Co. of M. D., 42 Pacific (2) 653 (Cal); Mitchell v. Sullivan, 
30 Kansas 231. 
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It is to be noted that the bond was to become void only in the 
event that the plaintiff was successful in the hearing on the merits, 
and the injunction made permanent. That condition has not been 
met, and it would seem to inevitably follow that the bond had not 
become null and void. 

And since the obligation is not void, we fail to discover any way 
of escaping the liability arising from the undertaking. The pro- 
visions for liquidated damages may, in the circumstances of the 
case, be somewhat harsh, but the Appellate Court cannot now in- 
tervene to relieve the plaintiff from the hardship. The interlocutory 
decree is not before us for review. 

The final decree of the District Court is reversed, so far as it 
orders that the temporary injunction issued in the case was properly 
issued and that the bond, filed by the plaintiff, in support of the tem- 
porary injunction, be cancelled and annulled. In all other respects 


the final decree is affirmed. 


AMERICAN D1RIGOLD CoRPORATION Vv. Dir1GoLpD METALS CorRPORATION 
United States Circuit Court of Appeals, Sixth Circuit 
June 28, 1939 


Trape-M ar ks—INFRINGEMENT—“DiRIGOLD” AND “A LCOBRON ZE”—RIGHTS 
Unpber Saves Licenses—Secret FormuLta—Feperat Trave Com- 

MISSION ORDER. 
Appellant and appellee each claimed to be the exclusive licensee of 

a Swedish Company, owner of the trade-marks “Dirigold” and “Alco- 

bronze” and the secret formula and process of manufacture of the flat- 

ware and hollow-ware designated thereby. Where, due to lack of evi- 
dence as to the respective licenses, it was uncertain whether the secret 
formula and the secret of manufacture had not been disclosed to the 
public, and, moreover, the Federal Trade Commission had ordered both 
parties to cease and desist from using the trade-mark “Dirigold,” the 
decree enjoining appellant from using the said process and trade-marks 
was reversed and the cause remanded. 

Trape-Mark INFRINGEMENT AND UNFAIR ComMpPETITION—Secret ForMULA 
JURISDICTION AND PractricE—EvIDENCE. 

In the case at issue, where it was held necessary to ascertain whether 
the public formula is the alleged secret formula and whether, if so, its 
dedication to the public is dedication also of the process of manufacture, 
evidence should be taken in camera and sealed. 
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In equity. Action for trade-mark infringement. Appeal from 
the United States District Court, Eastern District of Michigan, en- 
joining defendant. Reversed and remanded. 


Butzel, Eaman, Long, Gust & Bills, all of Detroit, Michigan, and 
Sanborn, Graves, Appel, Andre & Morton, all of St. Paul, 
Minn., for appellant. 

McLeod, Fizel & Fizel, all of Detroit, Michigan, for appellee. 


Before Hicks, Stmons and Hamitton, Circuit Judges. 


Simons, C. J.: “Dirigold” is the fanciful name used to desig- 
nate flat-ware and hollow-ware in the manufacture of which is em- 
ployed an alloy claimed to have been invented by two Swedish 
metallurgists, Molin and von Malmborg. It is made in accordance 
with a formula and by a process for combining copper, aluminum, 
and non-precious metals into an aluminum bronze, said to be su- 
perior to other aluminum bronzes in that it is less subject to oxidiza- 
tion. Since one grade of it resembles gold in appearance, it was 
given the name “Dirigold.” A coarser grade was found suitable 
in the manufacture of builder’s hardware and similar products, 
and to this was given the name “Alcobronze.” Neither formula 
nor method is protected by patent, the inventors preferring to 
capitalize their discovery by maintaining it in secrecy. In 1921 
they granted to a Swedish company, now styled Aktiebolaget Diri- 
gold, the sole right to manufacture and sell alcobronze and dirigold 
and products thereof throughout the whole world except Scandinavia 
and Finland. 

The present controversy arose between two American corpora- 
tions, each claiming to be the exclusive licensee of the Swedish Com- 
pany, with the sole right to use all formulae and processes for the 
melting, mixing and combing of copper, aluminum and other 
metals into metals known as Dirigold and Alcobronze, and each 
claiming exclusive right to the trade-marks “‘Dirigold’”’ and ‘“‘Alco- 
bronze,” which had been registered throughout the United States. 
The appellant asserts title under a license granted by the Swedish 
Company to a Delaware corporation, of which it claims to be suc- 
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cessor by virtue of reorganization, and the appellee, the plaintiff 
below, under a license given to it by the Swedish Company in 1931, 
upon the assumption that all rights under the earlier contract re- 
verted to the licensor therein in consequence of the liquidation of 
the licensee in pursuance of reservations contained in the 1924 
contract. 

The District Court, approving the findings of fact and conclu- 
sions of law reported by a Special Master upon voluminous testi- 
mony, including depositions taken in Sweden and elsewhere, en- 
tered a decree against the appellant and dismissed its cross-bill. 
The decree provides that the 1931 contract from the Swedish cor- 
poration to the appellee is in full force and effect, vests in the ap- 
pellee the exclusive right to use the process known as “Dirigold” 
and “Alcobronze,’ and to market articles thereby produced under 
those trade-names; that the appellant is without right to use the 
process; enjoins it from manufacture and sale thereunder, and from 
the use of the trade-names, and requires it to assign to the appellee 
trade-marks registered by it in the United States and Canada, and 
to account for profits arising from manufacture under the process 
from July 3, 1935, to date of the decree. 

Decision on the merits will require construction of the 1924 and 
the 1931 contracts, the execution of the latter being asserted to be 
conditional and contingent upon the termination of the 1924 con- 
tract. Such construction will require consideration of the circum- 
stances attending execution of the contracts, the effect of the organ- 
ization, liquidation and reorganization of the several companies, and 
questions of waiver, forfeiture and rescission. It appears, however, 
that before these problems may be intelligently approached a pre- 
liminary question of justiciable controversy must be considered. 

The appellant insists that the case has become moot. Under 
orders of the Federal Trade Commission the use of the trade-mark 
“Dirigold” has been declared to be an unfair trade practice, and 
the appellant and the appellee are both required to cease and desist 
from employing it. The appellant has discontinued its use and has 


dropped the word “Dirigold” from its corporate name, its style now 
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being American Art Alloys, Inc. More important is the suggestion 
that the secret formula and process, the right to the use of which 
presents the major issue in the controversy, are no longer secret, 
and lie in the public domain. We are referred to and have had 
exhibited to us a work, “Engineering Alloys,” by Norman E. Wold- 
man, Ph.D., and Albert J. Dornblatt, Ch.E., published by the Amer- 
ican Society for Metals, copyrighted 1936. On page 189 of the 
book is printed what purports to be the composition of the alloy 
known as dirigold, with remarks as to its properties, and we are 
assured that by means of this analysis and the application of com- 
monly known foundry practices metallurgists or foundrymen, ex- 
perienced in making aluminum bronzes, can produce dirigold. 

In response the appellee says that the orders of the Federal 
Trade Commission affect the use of “Dirigold’”’ as a trade-mark or 
trade-name only in respect to products moving in interstate com- 
merce, and that the trade-marks still have substantial value in in- 
trastate commerce and in Canada; that the published formula pur- 
porting to be that of dirigold is not necessarily the secret formula 
which is the subject matter of this controversy, and, even if so, it 
does not mean that the allloy can be made-by one not possessing the 
secret process, which has not been disclosed to the public. 

It is clear, however, that all facts bearing upon the controversy 
and necessary to its determination are not before the court. Since 
both litigants have marketed their products under the trade-name 
through retail dealers and distributors throughout the United States, 
we are unable to say upon this record whether the condemned trade- 
mark “Dirigold” has any value if excluded from use in connection 
with articles moving in interstate commerce. We are likewise un- 
able to say upon this record whether a property right resides in a 
formula and process when the former has been given to the public 
and may proclaim the latter. Certainly a court of equity will not 
sustain restraint in the use of that which lies on the public com- 
mons accessible to all. It therefore becomes necessary to remand 
the case for further evidence and appropriate findings of fact 


thereon. Since the burden was upon the appellee to maintain its 
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right to injunction, the injunctional order should not remain in 


n 

h effect while the hearing is being completed. As the Swedish Com- 
t, | pany has been dissolved since the hearing below, and as under its 
d agreement with the inventors all rights reverted upon dissolution, 
\- the court should consider the effect of the demise of the Swedish 
7 Company upon the rights of either American corporation under its 
e alleged license. 

: Having in mind that the taking of evidence upon the question 
. whether the published formula is the true formula, and whether if 
i. so its dedication to the public is a dedication of the process, may 


threaten exposure of both formula and process if they be still secret, 
evidence may be taken in camera and sealed as was done in A. O. 
Smith Corp. v. Petroleum Iron Works Co., 73 F. [2d] 5381, 24 


_ 
_ 
a 


- ; U.S. P. Q. 183, C. C. A. 6. (See note at 539.) 

m H Decree reversed without prejudice and cause remanded for fur- 
: ‘ ‘ . P P 

a | ther proceedings in conformity herewith. 


DaLAND, doing business as DaLanp & Co. v. Hewirr Soap Co., Inc. 


United States District Court, Southern District of New York 
January 25, 1989 


TrapE-M arks—INFRINGEMENT—J URISDICTION—“SMILES” FOR SOAP. 

In an action for infringement of a trade-mark registered in the 
United States Patent Office, in which the parties resided in different 
states, the Federal Court had jurisdiction and the case was, therefore, 
rightly removed from the New York Supreme Court, particularly as the 
matter in controversy exceeded three thousand dollars. 

‘TRADE-MarkKs AND Unrarr CoMPETITION—SvITs—A MENDING OF COMPLAINT 
REMANDING TO State Court. 

The fact that plaintiff amended her complaint so as to include the 
issue of unfair competition, and reduced the amount involved in the 
controversy, held futile to remand the case to the State Court. 

TrapE-MAarK—INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 

Where plaintiff in her complaint petitioned for the removal of an 
action for the infringement of a registered trade-mark from a State 
Court to a Federal Court, such ground held sufficient, although no men- 

j tion thereof was made in affidavit filed with the petition. 


~~ t+ wv &@ DO ra") 
i can cic i sci 


c 


to & 
” 


t In equity. Action for trade-mark infringement and unfair com- 


petition. Petition to remand case to State Court. Denied. 
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Hobart S. Bird, of New York City, for plaintiff. 


Cooper, Kerr § Dunham (Thomas J. Byrne, of counsel), all of 


New York City, for defendant. 


Patterson, D. J.: The action was removed from the State 
Court. The present motion is by the plaintiff to remand it. 

The action was brought in the New York Supreme Court. The 
complaint alleged that the plaintiff was a resident of New York and 
the defendant an Ohio corporation; that the plaintiff's predecessor 
had adopted the trade-mark “Smiles” for soap and had caused it to 
be registered in the Patent Office; that the trade-mark was the 
property of the plaintiff by assignment and was “of great value’’; 
that the defendant as well as a predecessor whose liabilities it had 
assumed had used the trade-mark on soap in large quantities 
throughout the United States continuously since 1920, in violation 
of the plaintiff’s registered trade-mark and to her irreparable loss 
and damage. As relief the plaintiff demanded an injunction, an 
accounting of profits and damages both treble and punitive. 

The defendant seasonably filed petition and bond for removal. 
The petition set forth that there was diversity of citizenship, the 
plaintiff being a citizen of New York and the defendant a citizen of 
Ohio, and that the matter in controversy exceeded $3,000, exclusive 
of interest and costs. In an accompanying affidavit the defendant's 
attorney stated that the case was one in which the Federal Court 
would have original jurisdiction, because it was between citizens 
of different states and also because it was founded on the United 
States trade-mark laws. The State Court after hearing argument 
granted removal. 

After the case reached this court the plaintiff filed an amended 
complaint. The amended complaint is much the same as the origi- 
nal, but in it the plaintiff makes the effort to state a cause of action 
not cognizable in this court. She still pleads her ownership of the 
trade-mark “Smiles” for soap and the registration of it in the Patent 
Office, and she pleads the infringement of it by the defendant. But 
stress is laid on unfair competition, and in the prayer for relief she 
demands profits and damages ‘in the aggregate sum of $3,000,” 
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as well as an injunction. Promptly after filing the amended com- 
plaint the plaintiff brought a motion to remand the case to the State 
Court. Her position is that the case was not originally ‘removable, 
and that even if it were the filing of the amended complaint requires 
remand at the present time. 

The case was clearly removable for diversity of citizenship 
at the time when the defendant filed the petition for removal. In 
removal for diversity of citizenship it must appear that the matter 
in controversy exceeds $3,000, exclusive of interest and costs. The 
complaint did not set any specific figure as the amount in contro- 
versy. The petition for removal, however, contained the averment 
that the matter in controversy exceeded $3,000, exclusive of interest 
and costs, and this averment was certainly not contradicted by the 
contents of the complaint, where it was said that the plaintiff's trade- 
mark was of great value and that the defendant’s widespread and 
long-continued infringement had caused irreparable damage and 
where an injunction and damages, treble and punitive, were prayed 
for. Where the complaint has no direct allegation on the amount 


involved, the statement in the petition for removal that the matter 


involves more than the jurisdictional minimum, when supported by 


necessary inferences from the complaint, is controlling. Duff v. 
Hildreth, 183 Mass. 440, 67 N. E. 356; Langdon v. Hillside Coal & 
Iron Co., 41 F. 609; Crockett v. Overfield, 22 F. Supp. 915. 

The case was properly removed on the further ground that it 
was a suit for infringement of a trade-mark registered under the 
United States Trade-Mark Act, and this irrespective of the amount 
involved. By Section 17 of the Act (15 U.S. C. A. § 17), the Dis- 
trict Court is given original jurisdiction “of all suits at law or in 
equity respecting trade-marks registered in accordance with the 
provisions of this subdivision of this chapter, arising thereunder, 
without regard to the amount in controversy.” Section 24(7) of 
the Judicial Code, 28 U. S. C. A. § 41 (7), is to like effect. The 
suit being one that might have been brought originally in the Dis- 
trict Court, it may be removed to the District Court when brought 
in the State Court. Madisonville Traction Co. v. St. Bernard Min. 
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Co., 196 U. S. 239. The plaintiff makes the point that the petition 
for removal did not mention this ground. The ground appeared on 
the face of the complaint, and it was specified in the affidavit filed 
with the petition. The affidavit is to be taken as part of the peti- 
tion. This was a sufficient development of the point that the suit 
was one for infringement of trade-mark registered under the federal 
statute and was therefore removable. See Yulee v. Vose, 99 U.S. 
539, 545; Powers v. Chesapeake & Ohio R. Co., 169 U.S. 92, 101. 

The plaintiff's effort to force a remand to the State Court 
through service of an amended complaint was futile. The law is 
settled that after a suit has been properly removed for diversity of 


citizenship and existence of a controversy involving more than 


$3,000, the plaintiff cannot bring about a remand by voluntary re- 


duction of the amount claimed to less than the jurisdictional mini- 
mum. Kanouse v. Martin, 15 How. 198; Kirby v. American Soda 
Fountain Co., 194 U. S. 141; St. Paul Mercury Indemnity Co. 
v. Red Cab Co., 303 U.S. 283. This is a corollary of the controlling 
principle that removability of a case to the Federal Court is de- 
termined by the condition of the case when the petition for removal 
was filed. Where a case has properly been removed, jurisdiction 
over it will not be defeated by later changes or developments in the 
suit, such as changes in citizenship, in parties, in the amount in- 
volved or in the cause of action pleaded. Stewart v. Dunham, 115 
U. S. 61; Phelps v. Oaks, 117 U. S. 286; Hayward v. Nordberg 
Mfg. Co. (C. C. A. 6), 85 F. 4; Lebensberger v. Scofield (C. C. A. 
6), 139 F. 380. In Pullman Co. v. Jenkins decided by the Supreme 
Court January 16, 1939, the plaintiffs filed a second amended com- 
plaint after the case had been removed. The court said: “The 
second amended complaint should not have been considered in de- 
termining the right to remove, which in a case like the present one 
was to be determined by the plaintiff’s pleading at the time of the 
petition for removal.” 

The provision in Section 37 of the Judicial Code, 28 U. S. C. A. 
§ 80, that “if in any suit . . . removed from a State Court to a 
District Court of the United States, it shall appear to the satisfac- 
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tion of the said District Court, at any time after such suit has been 

removed thereto, that such suit does not really and substan- 
tially involve a dispute or controversy properly within the jurisdic- 
tion of said District Court, . . . the said District Court shall pro- 
ceed no further therein, but shall . . . remand it to the court from 
which it was removed,” has not been applied to cases of the present 
type, St. Paul Mercury Indemnity Co. v. Red Cab Co., 303 U.S. 283, 
287, 288, although it has been applied to cases removed under the 
separable controversy clause where suit against the removing de- 
fendant is later discontinued or dismissed. Texas Transportation 
Co. v. Seeligson, 122 U. S. 519; see, also, Torrence v. Shedd, 144 
U. S. 527. 

The plaintiff relies on Fisher v. Star Co., 227 F. 955 [11 T.-M. 
Rep. 333]. There suits brought in the State Court for infringe- 
ment of registered trade-mark were removed. Later the plaintiffs 
filed amended bills which omitted mention of the trade-mark and 
declared on unfair competition. The court granted the plaintiff's 
motions to remand the cases. It was thought that Section 37 of 
the Judicial Code and the separable controversy cases required that 
result. The Fischer case is contrary to controlling authorities in 
the Supreme Court, particularly the recent case of Pullman Co. v. 
Jenkins, supra, and cannot be deemed to state the law. 

While it is thus clear that the amended complaint properly plays 
no part in the motion to remand, it is worth nothing that despite 
the plaintiff's effort the amendment still shows a removable con- 
troversy. The prayer for relief in the amended complaint, profits 
and damages of $3,000 for the past and an injunction to protect 
for the future a trade-mark of great value from irreparable injury, 
proves that the amount in controversy is still more than $3,000, 
exclusive of interest and costs. The trade-mark for the future is 
worth something. Ayers v. Watson, 113 U.S. 594; Southern Cash 
Register Co. v. National Cash Register Co., 143 F. 659. Further, 
the case on the amended complaint is still, in part at least, for in- 
fringement of a registered trade-mark, and so within the jurisdiction 


of the District Court without regard to the amount involved. The 
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fact that the amended complaint also embraces allegations of unfair 
competition does not oust the jurisdiction. General Investment Co. 
v. Lake Shore & M.S. R. Co., 206 U. S. 261, 271; Chalmers Chem- 
ical Co. v. Chadeloid Chemical Co., 175 F. 995. 

The motion to remand the case to the State Court is lacking in 
merit and will be denied. 


Time, Inc. v. Barsuay, doing business as Tue Voice or Time 


United States District Court, Southern District of New York 


May 25, 1939 


Trape-Marks—IN¥FRINGEMENT—GOops OF DirFERENT Descriprive PROPERTIES. 

Phonograph records held not to be of the same descriptive properties 
as news publications. 

Trape-Marxs—“Marcu or Time” ror Morton Picrure Fitms—Non- 
Descriptive Mark. 

The words “The March of Time,” used as a trade-mark for mo- 
tion picture and sound films, held not to be descriptive and, therefore, 
valid. 

TrapE-Mark INFRINGEMENT—“THE Marcu or TIME” AND THE “VOICE OF 
Time”—INFRINGING Marks. 

The words “The March of Time,” used to distinguish motion picture 
and other films, held infringed by the words “The Voice of Time” on 
phonograph records. 

Unram Competirion—Svirs—J URISDICTION. 

In a suit for infringement of a trade-mark, regardless of whether 
registered under the 1905 or 1920 Act, the court retains jurisdiction to 
determine the question of unfair competition, even though no trade-mark 
infringement was found. 

Unramr Competition—Use or Srmitar Marx on CompetinG Goons. 

The use by defendant of his trade-mark “The Voice of Time” upon 
phonograph records held unfair competition with plaintiff's use of the 
trade-mark “Time” on a news magazine, and with “The March of Time” 
on motion picture and sound films. 


Cravath, de Gersdorff, Swaine § Wood (John F. Harding, of 
counsel), all of New York City, for plaintiff. 

Barshay, Frankel & Rothstein (Albert E. Schwartz and Jacob 
Z. Hoffman, of counsel), all of New York City, for defendant. 


Gatston, D. J.: The jurisdiction of the court rests upon the 
alleged infringement of plaintiff's trade-marks No. 246,868, issued 
by the United States Patent Office September 18, 1928 for the trade- 
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mark “Tithe’’; certificate No. 253,432, issued February 26, 1929, 
also for the trade-mark “Time,” and certificate No. 330,900, issued 
December 17, 1935, for the trade-mark “The March of Time.” The 
first two of these trade-marks are for a weekly magazine and the 
third is for motion picture films, sound films, combined sound and 
motion picture films, and motion picture films for use in connection 
with synchronizing apparatus for simultaneously reproducing co- 
ordinated light and sound effect. 

The plaintiff publishes and distributes a news magazine and 
conducts radio broadcast programs and motion picture features. 

The defendant, on or about December 31, 1936, filed a certificate 
in the New York County Clerk’s Office to do business under the 
assumed name, ““The Voice of Time,’ and, it is alleged, causes labels, 
business cards and other advertising matter to be printed upon which 
the name, “The Voice of Time,’ is prominently displayed. It is 
also charged that the defendant sells phonograph records reproduc- 
ing famous speeches as broadcast over the radio, in infringement 
not only of the plaintiff's registrations of the aforesaid trade-marks, 
but also of its common law rights by applying to these records the 
name, “The Voice of Time,’ thereby misleading the public into be- 
lieving that it is procuring plaintiff's products when in fact it is 
not doing so. 

The defendant contends that the trade-marks are invalid and 
that therefore the court is without jurisdiction. Moreover he con- 
tends that, even if valid, the marks are not infringed and that he has 
committed no act of unfair competition. 

A preliminary injunction was granted on the motion of the plain- 
tiff on January 22, 1937 from which no appeal was taken, restrain- 
ing the defendant pending trial from selling the accused phonograph 
records. 

Time, Incorporated, the plaintiff, is a New York Corporation. 
It publishes Time, a weekly news magazine, and Life, a weekly pic- 
torial magazine. It also produces periodic radio broadcasts desig- 
nated “The March of Time,” and motion pictures under the title 
“The March of Time.” 
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In March 1931 the “The March of Time” broadcast was begun 
and was carried for a thirteen week schedule. Again in September 
1931 the broadcasts were resumed through February 1932 for 


twenty-five broadcasts; then again from September 1932 through 


March 1933, over a wide network, and each year thereafter until 


August 1935 when the program was changed from a once-a-week to 
a five-times-a-week broadcast, from August 22 through September 
25, 1936, after which it reverted to a weekly broadcast. The pro- 
gram is of news by means of a re-enactment or dramatization of the 
important news events. In connection with these broadcasts the 
words, “The March of Time” are always spoken. The “The March 
of Time” radio programs have been the subject of much publicity 
both in newspaper articles and trade papers; in addition the plain- 
tiff distributed to about three million people a booklet called ‘“The 
Story of Time” in which all of its enterprises are described. Other 
forms of promotion and advertising material were circulated for 
the “The March of Time” radio program, at very considerable ex- 
pense to the plaintiff. 

The “The March of Time” newsreel was first produced under 
that name in February 1935. It appears every four weeks and is 
exhibited to an average of 5,500 theatres throughout the United 
States. The reel comprises scenes of various news events and re- 
lated scenes under appropriate titles. The portrayal is accompanied 
by a running comment of the narrator. This production has been 
the subject of approval by the Academy of Motion Picture Arts and 
Sciences under a special award to “The March of Time’ for its sig- 
nificance to motion pictures and for having revolutionized one of 
the most important branches of industry, the newsreel.” Other 
awards in connection with these newsreel productions were made by 
the American Society for the Control of Cancer; for the best short 
series of 1936-1937 season, the J. Emanuel Publication Medal. For 
the portrayal, “The Evils of the Spoils System,” “The March of 
Time” was placed on the 1937 honor roll by the Civil Service As- 
sembly of the United States and Canada. 
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In connection with its radio program the slogan “The Voice of 
Time” was first used in Time magazines on October 5, 1936. 

Westbrook von Voorhis, in addition to acting as narrator for the 
radio and moving picture productions, addresses gatherings such as 
chambers of commerce, advertising clubs and theatres, and invari- 
ably is introduced as “The Voice of Time.” 

The Time magazine, first appearing in March 1923, has been 
published weekly ever since. Its circulation for 1936 was in ex- 
cess of 600,000. In addition to its United States trade-mark regis- 
trations it has obtained registration in Great Britain, Canada, Aus- 
tralia, the Irish Free State, Union of South Africa, Italy, Germany 
and Cuba. For the purpose of identifying its trade-marks in the 
mind of the public, the plaintiff has expended for advertising ap- 
proximately four and a half million dollars. 

Now as to the defendant, in December 1936 it published an ad- 
vertisement in the Herald Tribune of “The Voice of Time” records. 
Such phonograph records, offered by the defendant for distribution, 
entitled “Farewell Address of His Majesty, King Edward VIII 

The Voice of Time,’ were produced at the trial. 

Thus it appears beyond any question that the plaintiff has built 
up a well identified good-will through the use of its trade-marks 
“Time” and “The March of Time” and that these trade-marks are 
directly associated with its publications, its radio program and its 
newsreel productions. It likewise appears that the plaintiff has 
built up a certain good-will in connection with the legend or slogan 
“The Voice of Time” and that the defendant’s use of a similar 
phrase is an infringement of the plaintiff’s trade-mark “The March 
of Time,” as well as an unfair competition with the plaintiff in con- 
nection with its trade-marks and the good-will attending the plain- 
tiff’s slogan ““The Voice of Time.” 

It is urged that the plaintiff's trade-marks are generic terms and 
are used in “everyday English” and that in consequence they are 
invalid as trade-marks. That does not correctly state the law. Sec- 
tion 85 of Title 15, U. S. Code, excludes from registration among 


other marks those that consist “merely in words or devices which are 
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descriptive of the goods with which they are used, or of the char- 
acter or quality of such goods, or merely a geographical name or 
term.” 

It will not be necessary to discuss, on the question of technical 
infringement, certificate of trade-mark No. 246,868, nor certificate 
of trade-mark No. 253,432, covering the term “Time,’ for these 
marks are applied to prints and publications, specifically a news 
magazine, and they are not infringed by the legend appearing on 
defendant’s phonograph records, since phonograph records are not 
merchandise of the same descriptive properties. 

However, the trade-mark “The March of Time”’ is valid and in- 
fringed. It does not describe the motion picture films nor sound 
films, nor the radio broadcast to which it is applied and in con- 
sequence is not within the classes excluded from registration under 
the aforesaid section of the Trade-Mark Act. It was registered on 
an application filed May 28, 1935 and has been applied to the films 
since August 11, 1934. The general use of the name and its iden- 
tification with the business of the plaintiff would be interfered with 
by the use of an essentially similar trade-mark in a closely affiliated 
art. Indeed it appears that the “The March of Time” division of 
Time, Inc., has already experimented with the recording of radio 
broadcasts wherein they investigated the possibilities of recording 
their radio broadcasts for use in schools and other places. Motion 
picture films involve the reproduction of sound. Phonograph 
records do the same. In the ordinary marts of trade it is most 
likely that a phonograph record stamped with the mark, “The Voice 
of Time” would be associated with “The March of Time” as gen- 
erally used by the plaintiff. With a wide variety of choice avail- 
able there should be no effort, conscious or otherwise, to invade 
plaintiff's good-will. 

Indeed, in addition to the infringement of the technical trade- 
mark “The March of Time,” the defendant’s use of the trade-mark 
“The Voice of Time” is in unfair competition with all of the plain- 
tiff’s marks. Defendant commenced doing business under the name 


“The Voice of Time” as late as December 12, 1936. 


At least one 
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instance of actual confusion between the business of plaintiff and 
defendant was shown by the Hancock letter which while intended 
for the defendant was sent to the office of the plaintiff. Even 
though there were no trade-mark infringement this court would re- 
tain jurisdiction to determining the question of unfair competition 
in this case under well established authority. Hurn v. Oursler, 289 
U.S. 288 [23 T.-M. Rep. 267] 17 U. S. P. Q. 195; Armstrong Paint 
& Varnish Works v. S. 3815 
[29 T.-M. Rep. 3 

In the latter case the plaintiff had registered its trade-mark “Nu- 


Enamel” under the Act of March 1920, for mixed paints, varnishes, 


Nu-Enamel Corporation, 305 U. 





yaint enamels, prepared shellacs, stains, lacquers, liquid cream 
| : q 1 

furniture polishes and colors ground in oil. The defendant adopted 
.’ The District Court determined 


that ‘““Nu-Enamel” was not a valid trade-mark and refused jurisdic- 


the name “Nu-Beauty Enamel 


tion of unfair competition, both parties being residents of Illinois. 
Mr. Justice Reed wrote: 


As a consequence of these remedial provisions, when a suit is begun 
for infringement, bottomed upon registration under the 1920 Act, the 
district courts of the United States have jurisdiction. Unless plainly un- 
substantial, the allegation of registration under the act is sufficient to give 
jurisdiction of the merits. . Once properly obtained, jurisdiction of 
the one cause of action, the alleged infringement of the trade-mark, per- 
sists to deal with all grounds supporting it, including unfair competition 
with the marked article. 


Again the opinion adds: 

Registration of ““Nu-Enamel” furnished a substantial ground of federal 
jurisdiction. That jurisdiction should be continued to determine, on sub- 
stantially the same facts, the issue of unfair competition. 

The fact that the trade-mark “The March of Time” was regis- 
tered under the Act of 1905 does not, of course, in any way alter 
the applicability of the principal enunciated in the foregoing de- 
cisions. See also L. E. Waterman & Co. v. Gordon, 72 F. [2d] 272 
[24 T.-M. Rep. 343] in which Judge Learned Hand wrote: 


In point of jurisdiction we might find difficulty were it not for the re- 
cent decision of the Supreme Court in Hurn v. Oursler, 289 U. S. 238 
[17 U. S. P. Q. 195}. 
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. In the case at bar it is only necessary that we should hold that 
the cause of suit upon the registered trade-mark was substantial enough to 
support the jurisdiction of the court. 


Now the field in which confusion might operate is extensive, not 
because a phonograph record would be confused with a sound motion 
picture film, but rather because of confusion that might arise as to 
the source or origin of the goods. The law will not countenance 
the passing off of one’s goods as the goods of another. American 
Steel Foundries v. Robertson, 269 U. S. 372 [13 T.-M. Rep. 289]. 
It is no answer to say that phonograph records have not the same 
descriptive properties as sound motion pictures. In Yale Electric 
Corporation v. Robertson, 26 F. [2d] 972, [18 T.-M. Rep. 321], 
the conflict was between the use of the mark “Yale” on electric flash 
lights and the registered mark “Yale” upon many sorts of hardware, 
but especially locks and keys. The court said: 


The law of unfair trade comes down very nearly to this—as judges 
have repeated again and again—that one merchant shall not divert cus- 
tomers from another by representing what he sells as emanating from the 
second. This has been, and perhaps even more now is, the whole law and 
the prophets on the subject, though it assumes many guises. 


See also California Packing Corporation v. Tillman §& Bendel, 
40 F, [2d] 108 and L. E. Waterman Co. v. Gordon, supra. In that 
case the registered trade-mark “Waterman” was for fountain pens, 
mechanical pencils and writing instruments. The defendant sought 
to use the name “Waterman” upon razor blades and Judge Learned 
Hand wrote: 


It is now well settled in this country that a trade-mark protects the 
owner against not only its use upon the articles to which he has applied 
it, but upon such other goods as might naturally be supposed to come from 
him. Aunt Jemima Mills Co. v. Rigney, 247 F. 407, L. R. A. 1918C, 1039 
(C. C. A. 2); Akron-Overland Co. v. Willys-Overland Co., 273 F. 674 
(C. C. A. 3); Vogue Co. v. Thompson-Hudson Co., 300 F. 509 (C. C. A. 6); 
Wall v. Rolls-Royce, 4F. [2d] 333 (C. C. A. 3); Yale Electric Corporation 
v. Robertson (C. C. A.) 26 F. [2d] 972; Duro Co. v. Duro Co., 27 F. [2d] 
339 (C. C. A. 3). There is indeed a limit; the goods on which the supposed 
infringer puts the mark may be too remote from any that the owner 
would be likely to make or sell. It would be hard, for example, for the 
seller of a steam shovel to find ground for complaint in the use of his 
trade-mark on a lipstick. But no such difficulty arises here; razor blades 
are sold very generally by others than razor blade makers and might. well 
be added to the repertory of a pen maker. Certainly when the infringe- 
ment is so wanton, there is no reason to look nicely at the plaintiff's proofs 
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in this regard. On the merits there can therefore be no question that the 
judge was right. 

The plaintiff may have a decree in accordance with the fore- 
going opinion. If this opinion is not in sufficient compliance with 
the rule requiring findings of fact and conclusions of law, submit 
findings of fact and conclusions of law in accordance therewith. 


Tue Coca-Cora Co. v. Curna Frnance Corporation 
(42 U. S. P. Q. 108) 


United States Court for China 
May 29, 1939 


TrapE-M anks—INFRINGEMENT—“Coca-CoLa” ann “Eppre-Koia”—ConFtict- 
ING Marks. 

The words “Eddie-Kola,” used as a trade-mark on a beverage of the 
same general appearance and color as plaintiff's “Coca-Cola” beverage, 
held to be deceptively similar to the latter mark; and defendant’s use 
of its mark was enjoined. 


Hevmick, J.: In this case plaintiff, charging defendant with 
unfair competition and infringement of trade-mark, seeks relief by 
injunction. The plaintiff is the well known American company 
which for years has manufactured, marketed, and extensively ad- 
vertised in the United States the familiar soft drink known as “Coca- 
Cola.” For several years plaintiff has marketed and advertised 
“Coca-Cola” in the Republic of China. 
fanciful, compounded word “Coca-Cola” as a trade-mark was had 
in the United States in 1893, with re-registration in 1905. In China 


the trade-mark was registered with the Trade-Mark Bureau of the 


The registration of the 


Republic of China in 1925 and in Chinese characters in 19382. The 
defendant is a China Trade Act corporation which owns and car- 
ries on a business in Shanghai known as the Eddie Aerated Water 
Company. The defendant is marketing in China under the name of 
“Eddie-Kola” a soft drink of the same general color and appearance 
as “Coca-Cola” in metal capped bottles of about the same size and 


of somewhat the same appearance as plaintiff's. 
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Plaintiff's product has been so long and widely sold and adver- 
tised in the United States that the Supreme Court of the United 
States in Coca-Cola v. Koke Company, 254 U.S. 143 [10 T.-M. Rep. 
441], said: 

The name “Coca-Cola” now characterizes a beverage to be had at al- 
most any soda fountain. It means a single thing coming from a single 
source, and well known to the community. It hardly would be too much 
to say that the drink characterizes the name as much as the name the drink. 
In other words, “Coca-Cola” probably means to most persons the plaintiff's 
familiar product to be had everywhere, rather than a compound of par- 
ticular substances. 

In the American communities in China “Coca-Cola” is doubtless 
as well known as in the United States, and now since the plaintiff 
has entered the China field its name and product have become well 
known to non-Americans also. 

Quoting from its brief, “the defendant takes the position that 
it is free to manufacture and sell a beverage using the kola nut 
extract either as a base or as a flavoring, provided it does not hold 
out to the buying public that such beverage is ‘Coca-Cola’ or label 
it or offer it for sale in such a way as to deceive or confuse the 
public.” No one can quarrel with this statement, but the issue here 
is whether defendant’s beverage, ‘““Eddie-Kola,” does deceive or con- 
fuse the public or is likely to do so. The defendant contends that 
kola or cola is a familiar ingredient defined in dictionaries and 
pharmacopoeias and that the word is a descriptive one which any 
manufacturer can rightfully use upon a beverage if the use is not 
designed to deceive or confuse the public. 

The plaintiff company for many years has been vigilant in pro- 
tecting the product and the name “Coca-Cola” in the courts of the 
United States so that there are literally scores of adjudicated cases 
similar to the instant case to be found in the Federal and State re- 
ports. Many of these cases involve competition by products mar- 
keted under various compounded names in which the second word 
of the combination is “cola.” Without carefully reading all of these 
cases or attempting to make any extended analysis of them, it ap- 
pears to the Court that the plaintiff company has been unusually 
successful in most of this litigation. The uses by competitors of 
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beverages of the terms “‘Vera-Cola,”’ “Taka-Kola,” “King-Kola,” 
“Mixo-Cola,” ‘“Chero-Cola,” ‘‘Cara-Cola,’ “Ko-Kola,” etc., have 
been enjoined by various Federal Courts. See the following cases: 
Coca-Cola v. Old Dominion Beverage Corp. 271 F. 600 [11 T.-M. 
Rep. 128]; Coca-Cola v. Chero-Cola Co., 273 F. 755 [11 T.-M. 
Rep. 252]; Coca-Cola v. Emmerson, et al. 276 F. 1010; Coca- 
Cola Co. v. Duberstein 249 F. 763 [8 T.-M. Rep. 193]; Coca-Cola 
Co. v. American Druggists Syndicate, 200 F. 107 [2 T.-M. Rep. 
397]; Steinreich v. Coca-Cola Co., 67 F. {2d| 498 [24 T.-M. 
Rep. 11]; Coca-Cola Co. v. Boas, 27 F. [2d] 756 [18 T.-M. Rep. 
515]; Coca-Cola v. Hy-Po Co., 1 F. Supp. 644; King Kola Co. v. 
Coca-Cola Co., 99 F. [2d] 983. However, the decisions have not 
been entirely unanimous. The most outstanding contrary one is 
Coca-Cola Company v. Carlisle Bottling Works, 43 F. [2d] 119, 
[19 T.-M. Rep 127]; where it was held the name “Roxa-Cola” was 
not an infringement. The Court concluded that 


aken as a whole the words do not sound alike. The “o” in oxa”’ is pro- 
tak hole tk is d t 1 alik The “o” “a r 


“7? “,? 


nounced as “o” in “fox” while the “o” in “Coca” has the sound of “o” in 
“coke.” In appearance the last three letters in the last word of each mark, 
to wit, “ola,” are alike, and the second letter in the first words, “o,” as 
well as the fourth and last letters in the first words, “a,” are the same, 
but the first letter of each word of plaintiff’s mark, “C,” differs from the 
first letter of each word of defendant’s mark or name, “R” and “K,” and 
the difference is the more prominent because each letter is a capital. 


This Court does not care to embark upon any such minute dis- 
section of the trade-names involved here. This Court does not feel 
called upon to act as umpire in some sort of a game wherein a com- 
petitor tries to see how close he can come to the forbidden mark 
without touching it and incurring penalty. The question is whether 
the defendant’s mark would be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers. In the recent 
case of Coca-Cola Company of Canada, Ltd. v. Pepsi-Cola Company 
of Canada, Ltd., the Exchequer Court of Canada in an elaborate 
opinion held that the name “Pepsi-Cola” infringed “Coca-Cola.” 
The Court reviewed a number of American decisions and expressed 
a conclusion with which this Court thoroughly agrees and which 


seems applicable to the case at bar. It is as follows: 
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In some of the United States cases to which I have referred the courts 
have attributed the adoption and use of the infringing mark to the hope 
of obtaining some business advantage or advertising from the established 
position of “Coca-Cola” in the market, at the expense of the producer of 
“Coca-Cola.” It puts a great strain upon one’s credulity to believe that 
the registration and use of so many of the marks mentioned, in the United 
States and Canada, in respect of low priced beverages which so often look 
much alike, was not intended for that purpose. All this could hardly be 
accidental. If one person can do this with immunity, then a thousand may 
do it, surely an undesirable situation from the public standpoint alone, and 
one which, in my opinion, only accentuates the inherent weakness of the 
contention here advanced on behalf of the defendant in respect of the 
charge of infringement. 


Plaintiff may prepare appropriate decree enjoining defendant 
from using the name of “Eddie-Kola.” Defendant has voluntarily 
agreed to discontinue the use of plaintiff’s registered Chinese trade- 


name but it should be mentioned in the decree for the sake of com- 
pleteness. 


MALLuInson Fasrics CorRPORATION and another v. R. H. Macy 


& Co., Inc. 
(N. Y. L. J.) 


New York Supreme Court, Special Term, Part III 


June 29, 1939 


Trape-Marxs—Srate Fam Trape Acts—New York—“Matiinson’s Pussy 
Wittow” on Sirks—AppuiicaBitiry oF Price ReEsrRicrions TO 
FrxisHep Propwcr. 

Plaintiff Mallinson manufactures and sells silk fabric under the 
trade-mark “Pussy Willow.” Plaintiff Siegel bought of Mallinson its 
“Pussy Willow” fabric and made therefrom and sold to retailers dresses 
with price restrictions fixed by contract with the retailer. Defendant 
obtained genuine “Pussy Willow” silk and, having made it into dresses, 
sold the finished product at prices less than those fixed by Mallinson. 
Defendant held not to have violated the Fair Trade Act, inasmuch as it 
obtained the genuine “Pussy Willow” silk and, therefore, had a right to 
sell its dresses as “Pussy Willow” dresses; moreover, the price restric- 
tions on the silk fabric did not apply to the dresses made therefrom by 
defendant. 


In equity. Action for alleged violation of the New York Fair 
Trade Law (Feld-Crawford Act). Motion denied. 
Thomas, Gerli & Keefe (Leonard A. Thomas and William Selig- 
son, of counsel), all of New York City, for defendant. 
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Leon Lauterstein (Leon Lauterstein and Melbourne Bergerman, 


of counsel), both of New York City, for plaintiffs. 


Co.urns, J.: This motion by the plaintiffs for an injunction 
pendente lite presents an interesting question under the New York 
Fair Trade Law (Feld-Crawford Act). 

The action is by Mallinson Fabrics Corporation (hereinafter 
called Mallinson) and Siegel-Lyttle, Inc., (hereinafter called 
Siegel) and seeks to restrain the defendant R. H. Macy & Co., Inc., 
from advertising, offering for sale or selling dresses under the trade- 
mark ‘‘Mallinson’s Pure Silk Pussy Willow” at a retail price lower 
than that fixed by the plaintiffs. 

Mallinson manufactures and sells silks and other fabrics known 
as ““Mallinson’s Pussy Willow Pure Silk Prints” which, it main- 
tains, is a distinctive type of pure silk printed fabric known na- 
tionally by the trade-name “Mallinson’s Pussy Willow.” Siegel is 
a dress manufacturer. 

For the season of 1938 Siegel manufactured and sold dresses 
of this fabric to well known retailers, including this defendant. 

The following year Mallinson contracted with Siegel to confine 
to Siegel its entire production of Pussy Willow fabric in the cutting 
trade in the United States and Siegel, in turn, agreed with 
Mallinson to sell dresses made of this fabric for not less than $7.75 
each wholesale, and that the retail price would be not less than 
$12.95 a dress. That the defendant had knowledge of this agree- 
ment is not disputed. Siegel says he bound his customers to the 
retail price of $12.95, but no copy of a contract is presented. 

When the defendant sought to contract with Siegel for a lot 
of the 1939 dresses, it was told that it could make the purchase only 
on condition that it would resell for not less than $12.95. The 
defendant refused to agree to this, stating that, inasmuch as it 
operates on a cash basis, its policy requires underselling competitors. 

After Siegel had sold some of the 1939 dresses to such well- 
recognized stores as Lord & Taylor and McCreery in New York, 
and other established stores elsewhere, and after the stores adver- 
tised these “Mallinson’s ‘Pussy Willow’ pure silk prints” for “only 
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$12.95” the the defendant Macy advertised ““A Macy Scoop, Mallin- 
son’s pure silk Pussy Willow Print Dresses . . . at a startling low 
price, $8.94.” 

It is this underselling price which the plaintiffs urge is con- 
demned by the law as constituting unfair competition. 

Concededly: (a) The defendant’s “Pussy Willow” dresses are 
not those of Mallinson, who does not manufacturer or sell dresses, 
nor are they those of Siegel. They were made by an unnamed 
manufacturer. (b) Siegel’s “Pussy Willow” dresses do not carry 
Siegel’s trade-mark or label; attached to each dress is a paper or 
cardboard ticket bearing the inscription “The material in this gar- 
ment is Mallinson’s Pure Silk Pussy Willow, Reg. U. S. Pat. Off.” 
(c) The defendant’s ‘““Pussy Willow” dresses are made of Mallin- 
son’s Pussy Willow silk; thus, it advertises the truth. (d) The plain- 
tiff’s plaint is not directed to the defendant’s sale of ‘““Pussy Willow” 
dresses, but to the price thereof; they have no objection to the sale 
at $12.95 each. (e) The defendant and others purchase “Pussy 
Willow” fabric from Mallinson and dispose of it without restrictions 
as to resale price. (f) The manufacturer or producer of the de- 
fendant’s “Pussy Willow” dresses did not fix the price at which 
the defendant was to resell them. (g) It is not contended that the 
defendant came into possession of the dresses wrongfully. 

Does the defendant’s conduct transgress the law? I think not. 
The law relates to the sale or resale of “a commodity which bears, 
or the label or content of which bears the trade-mark, brand, or 
name of the producer or owner of such commodity . . . ” (Sec. 
1, Chap. 976, Laws of 1935, as amended). 

As I perceive it, this dress is not a “commodity” produced or 
owned “by either plaintiff.” Quite true, the fabric from which the 
dress is made is that of Mallinson, but Mallinson did not fix the 
resale price of the fabric. More, the fabric is not the sole element 
in the finished product; in addition, there are design, workmanship, 


trimmings, zippers, buttons, etc. The composite or ensemble, not 


the fabric, is the article or commodity. Who can say what the 
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“selling point” is? Is it the fabric, the design, the workmanship, or 
what? 

The defendant has not misled or deceived the buying public. It 
is not attempting to pass off its goods for those of another. It is 
not violating any contract to which it is pledged, or any law. Ob- 
viously, the defendant outsmarted the plaintiffs. But the law does 
not essay to reach every case of outsmarting; nor does every case 
of outsmarting constitute unfair competition. I recognize the plain- 
tiffs’ embarrassment and possible loss. But I am unable to perceive 
that the law here invoked affords them relief. 

To permit the pursuit of this fabric to the finished or ultimate 
product, and thereby subject such finished or ultimate product to a 
price-fixing contract covering the fabric would, as I view it, enable 
any producer or owner of a trade-marked or branded commodity to 
dictate the price of the finished or ultimate product of which the 
commodity formed but a part. The adoption of such a concept, it 
can easily be seen, would lead to confusion, conflict, and, often, 
absurdity. It is inconceivable that the law has the intent and pur- 
pose advanced by the plaintiffs. 

Thus, the plaintiffs have not made out a case for temporary re- 
lief in advance of trial with that clarity and strength requisite for an 
application for so drastic a remedy. 


Accordingly, the motion is denied. Order signed. 


GeRHARD LANG Brewery v. PHoENIx Brewery CorRPORATION 
New York Supreme Court, Erie County 
April 6, 1939 


Trape-MarKk INFRINGEMENT—‘OLpD GERMAN” ON BeER—Nown-DEscrIPTIVE 
AND Non-GEOGRAPHICAL TERM. 

The words “Old German,” used as a trade-mark on beer and malt 
extract since the year 1900 held non-descriptive and non-geographical 
and, therefore, valid. 

Trape-Marxks anp TraApE Names—Property Riguts—WuHEN ForFeIrebD. 
The trade-mark or trade name is a subject of property only when 
used in connection with an existing business. Rights therein may be 





440 TWENTY-NINTH TRADE-MARK REPORTER 


lost by abandonment, non-use, laches or acquiescence, and may cover 
only territory reached by the trade of their owner. 
Unrair Competirion—Use or Simiiar LABEL. 

Plaintiff had since 1900 used on its beer and malt extract labels 
featuring the name “Old German,” the bottles having a cap with three 
color zones corresponding to three similar zones on the label. Defendant 
began in 1935 to manufacture and sell beer under the name “Old Ger- 
man,” bearing also a cap with three color zones similar to those on plain- 
tiff’s label, and labels closely resembling those used by plaintiff. Plain- 
tiff held entitled to an injunction restraining defendant from using the 
name “Old German” in connection with the sale of its beer in the 
territory covered by plaintiff. 

Trape-MarKs—REGISsTRATION IN THE Patent Orrice—Errect oF REFUSAL 
To REGISTER. 

The refusal of the Patent Office to grant registration of the words 

“Old German” to other beer producers could not operate to prevent 


plaintiff from having rights to a trade name through prior adoption and 
use. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Injunction granted. 


Max D. Farmer and Henry W. Killeen, both of Buffalo, N. Y., 
for plaintiff. 
Malcolm K. Buckley, Edwin T. Bean and George F. Goodyear, 


all of Buffalo, N. Y., for defendant. 


Harry L. Taytor, Referee: This action referred to me as 
Official Referee to hear, try and determine is brought to enjoin de- 
fendant in its sale of lager beer, from using the trade-name “Old 
German’”’ in its business in connection with labels, bottle caps and 
other forms of advertising in portions of the States of New York, 
Pennsylvania and elsewhere—and to recover money damages from 
defendant for such claimed use heretofore. A large amount of evi- 
dence has been presented to me, oral and physical, and counsel have 
filed with me comprehensive and able briefs. Counsel are in sub- 
stantial accord as to the law generally applicable to such contro- 
versies but they have differing views as to the facts and as to the 
findings which should follow the application of the law to those 
facts. I will start by discussion with this promise taken from pages 
63-4 of Selchow, et al. v. Baker, et al., 93 N. Y. 59. As there stated, 
this plaintiff has 
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the right to attach to the articles which they may manufacture 
any distinctive name, and to appropriate it as a trade-mark (or trade name) 
by which such articles may be distinguished from similar articles manu- 
factured by other persons, provided the name so selected by them is origi- 
nal, . . . and provided, also, that it is an arbitrary or fanciful name, 
not in itself descriptive of the article. The reason for not permitting names, 
descriptive of the article or its component parts, to be appropriated as 
trade-marks is that, inasmuch as all persons have an equal right to produce 
and vend similar articles, they also have the right to properly describe 
them, and to use any appropriate language or words for that purpose, 
and no person can appropriate to himself exclusively any word or ex- 
pression, properly descriptive of the article, its qualities, ingredients or 
characteristics, and thus limit other persons in the use of language appro- 
priate to the description of their manufactures, the right to the use of 
such language being common to all. But a name which does not, in itself, 
indicate what the article is, or what are its qualities or component parts, 
but which is invented or adopted by a manufacturer solely for the pur- 
pose of distinguishing his products, and whose exclusive appropriation to 
that purpose in no way restricts others from properly describing similar 
articles produced by them, may be appropriated as a trade-mark (or trade 
name) and protected as much. 


I have interpolated the words “trade-name” in this excerpt for 
the reason that the law applicable to trade-marks and trade-names 
is substantially the same so far as the instant controversy is con- 
cerned. 


They (trade names) are the marks by which the complainant’s goods 
are distinguished in the market from all like goods put upon the market 
by other persons, and are, for that reason, according to many decisions, 
just as much under the protection of the law as are trade-marks. The 
law protects them for the same reasons and in precisely the same way 
that it does trade-marks. The leading principle of the law on this subject 
is, that no man shall be permitted to sell his goods on the reputation which 
another dealer has established in the market for his goods, and this prin- 
ciple applies with equal force to the case where the goods of such dealers 
are known in the market by a label, as it does to the case where they are 
known by a mark which is strictly a trade-mark. (Wirtz v. Eagle Bottling 
Co., 50 H. J. Eq. 164-6). 


A trade-mark or trade-name is the subject of property only 
when used in connection with an existing business. Rights to it 
may be lost by abandonment, non-user, laches or acquiescence. Such 
rights cover only territory reached and utilized by the trade of their 
owner (Hanover Star Milling Co. v. Metcalfe, 240 U. S. 403 
[6 T.-M. Rep. 149]; United Drug Co. v. Theo Rectanus Co., 248 
U. S. 90 [9 T.-M. Rep. 1]. And as between conflicting claimants 
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otherwise adequately armed, priority of appropriation of a trade- 
name is controlling (248 U. S. 90 ante). 

The gist of this action is claimed “unfair competition.” ‘The 
controlling question in all such cases where the equitable power 
of the Court is invoked is whether the acts complained of are fair 
or unfair,” that is to say, in the instant case, whether the business, 
acts and procedure of the defendant have been such as to materially 
deceive the public into purchasing the product of defendant when 
it desired the product of plaintiff. The determination depends first 
and primarily upon the facts (Fisher v. Star Co., 231 N. Y. 414, 
427 [8 T.-M. Rep. 269] and cases cited). 

Matters for my consideration are (1) the time when plaintiff 
began using the words “Old German” as the name of a kind of 
beer manufactured and distributed by it; (2) the territorial extent 
of the business carried on; (3) the labels, caps, colors, kinds of 
printing type, devices, etc., utilized; (4) the same facts with re- 
spect to the operations of defendant; (5) any confusion caused to 
the buying public; (6) whether the words “Old German” are de- 
scriptive of the quality of the beer, “common words placed upon a 
commercial article to identify its class, grade, style or quality or 
for any purpose other than a reference to its ownership, cannot be 
sustained as a valid trade-mark” (Barrett Chemical Co. v. Stern, 
176 N. Y. 27, 830); (7) whether there is attached to the words “Old 
German,” a geographical significance which militates seriously 
against any valid claim by plaintiff to trade-mark rights. 

In the summer of 1900, the plaintiff adopted and began using 
the trade-name “Old German”’ to distinguish one of its products. 
The application of this trade-name to one of its products was con- 
tinued by plaintiff without abandonment in parts of New York, Ohio, 
Pennsylvania and West Virginia until “prohibition” went into 


operation. Thereafter the plaintiff utilized this trade-name “Old 


German” to designate a legal brew known as “near beer” containing 


not more than one-half of one per cent of alcohol. Plaintiff also 
used the same trade-name on a malt extract which it sold to the 


public. The sale of this near beer was continued until the summer 
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of 1933 when it again became legal to sell beer containing up to 
approximately three per cent of alcohol, whereupon plaintiff imme- 
diately began marketing and selling such beer under the name “Old 
German.” Commencing shortly afterward, beer of greater alcoholic 
content has been continuously marketed by plaintiff under the name 
“Old German” in the same manner and territory as had been the 
case prior to the advent of prohibition; and colored labels have been 
used which, except for minor changes therein required by law, have 
been the same as those used by plaintiff before prohibition. Plain- 
tiff’s bottled beer, sold under the name “Old German,” has for many 
vears been closed by a cap, having on it three color zones which 
correspond to the three color zones on the label and also bearing 
prominently thereon the words “Old German.” A small diamond- 
shaped figure enclosing the word “Lang’’ has been used by plain- 
tiff as a trade-mark upon labels, etc. 

In August, 1935, defendant began manufacturing and distribut- 
ing beer under the name “Old German,” although it did not use labels 
marked “Old German” until after January 1, 1936. Defendant also 
adopted a cap bearing three transverse color zones similar to those 
on plaintiff's label and the labels used on the sides of the bottles 
quite closely resemble the labels used by plaintiff in shape and use 
of the three colors, all bearing prominently on them the words “Old 
German.” Defendant concedes that its beer bearing the trade-mark 
“Old German” has been sold by it not only in Buffalo and other parts 
of New York State west of Albany, but also in Pennsylvania and 
elsewhere outside New York State. Since about 1913, but mainly 
within the last few years, beer manufacturers other than plaintiff 
and defendant have made and sold beer branded “Old German,” 
some of such sales having been made in territory served for many 
years by plaintiff with its “Old German” beer. 

The burden rests on plaintiff to satisfy me by a fair preponder- 
ance of the evidence that it is entitled to relief claimed by it in the 
premises, because defendant’s competition has been unfair rather 
than lawful, open-market business competition alone and that plain- 


tiff is not barred from obtaining the relief sought because the words 
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“Old German” are “descriptive” or of prohibitive geographical sig- 
nificance. 

I find that the words “Old German” are not “geographical” or 
“descriptive” in the sense that they preclude appropriation as a 
trade-name (Century Distilling Co. v. Continental Distilling Corp., 
23 Fed. Supp. 705, 7, 8); Derenberg on Trade-Mark Protection and 
Unfair Trading, p. 240, 1; Phoenix Cheese Co. v. Kirp, et al., 176 
A. D. 785 [7 T.-M. Rep. 460]; Old Lezxington Club Dist. Co. v. 
Kentucky Dist. & Warehouse Co., 234 Fed. 464; Walter Baker & 
Co., Ltd. v. Baker, 77 Fed. 181, 9; Hamilton-Brown Shoe Co. v. 
Wolf Bros. & Co., 240 U. S. 251, 6 [6 T.-M. Rep. 169|; Re Vertex 
Cup Co., 83 Fed. [2d] 821 [26 T.-M. Rep. 355|; Holeproof 
Hosiery Co. v. Wallach Bros., 172 Fed. 859, 60 [2 T.-M. Rep. 153}. 

Many opinions have been written in which these points are dis- 
cussed. But, of course, those cases differ in their facts. Such 
cases, for example, are the Normandy case, 212 A. D. 384; the 
Old South Case, 80 Fed. [2d| 607; Phoenix Cheese Co. v. Kennedy 
[7 T.-M. Rep. 537] and Walter Baker & Co., Ltd. v. Baker, supra. 
It is my view that these two conclusions at least may be drawn from 
all the decisions cited by counsel relative to geographical significance 
of an appellation used in business. Those conclusions are (1) that 
appellations held to be “geographical” have been refused registra- 
tion as trade-names apparently because it was regarded as good 
governmental policy not to foreclose any business concern from 
utilizing the name of the locality in which it desired to do business 
as a designation or description, in part at least, of the article it 
desired to sell; (2) that where a trade-name has long been used 
to characterize a product produced and sold in a certain field—even 
though that name be technically ‘“‘geographical”—other business 
concerns will not be permitted to come into the same field and sell 
a similar article, at the same time resorting to other business de- 
tails so similar to those utilized by the first user as to indicate a 
palpable intent to compete unfairly. For, as stated, fair or unfair 
competition is after all the real question in this game. And 


however so many other beer producers may have utilized the name 
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“Old German,” this plaintiff had the right to regard their competition 
as inconsequential and to proceed to put an end to any competition 
which it deemed not only unfair but so direct and material as to 
require action (see Busby v. Davis, et al., 160 Fed. 275, 7). The 
reason given by defendant for adopting the name “Old German” to 
designate a beer to be introduced by it for sale in Pittsburgh 
connotes an appreciation of the value of that trade-name which, for 
many years, had been used by plaintiff. 

The fundamental reasons underlying the result reached in the 
Shredded Wheat Case (Kellogg Co. v. National Biscuit Co. [28 
T.-M. Rep. 569]) are (1) that the term “Shredded Wheat” is 
the generic term of the article which describes it with a fair degree 
of accuracy; (2) that a basic patent had expired whereupon “the 
monopoly granted by it ceased to exist and the right to make the 
thing formerly covered by the patent becomes public property. It 
is upon this condition that the patent is granted”; (3) that the 
Kellogg Company, in exercising its right to use the name “Shredded 
Wheat” and the pillow-shaped biscuit had proceeded fairly (stating 
details); and (4) that the doctrine of “secondary meaning” did not 
apply. Applying the above conclusions to the instant state of 
facts, I find as to (1) that there is nothing descriptive or generic in 
the words “Old German,” even though plaintiff, in Exhibit II, char- 
acterized its “Old German” as “somewhat heavier, a little more hoppy 
and suggesting strongly the beer of many of the well known old 
breweries of the fatherland.” The fact that the quoted words in 
an advertisement are descriptive does not indicate that the words 
“Old German” are themselves descriptive. Those words do not 
suggest the location of the Lang Brewery in this country or in Ger- 
many, nor that the plaintiff's beer resembles that made in any part 
of Germany; nor do they indicate that ““Lang’s Old German” beer is 
made according to any specific formula or that it has any particular 
characteristic or quality; nor (in contra-distinction to the words 
“Shredded Wheat’) do the words “Old German” suggest any manu- 
facturing process. Furthermore, even assuming that the words “Old 


German” had originally a primary descriptive or geographical sig- 
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nificance, plaintiff's user of the trade-name has been so long con- 
tinued and under such attendant circumstances that the name has 
acquired a secondary meaning, such that it is not publici juris (Cor- 
pus Juris, Vol. 63, Sections 102, 103; Indian Territory Oil & Gas 
Co. v. Indian Territory Oil Co., 93 Fed. [2d] 711, 13). That is 
to say, plaintiff was utilizing the trade-name in the particular field 
involved before any competitor used the name there or registered it. 
Plaintiff continued such use, advertised widely and established an 
extensive trade in its product. It lost no rights as against this 
defendant because, having entered a field and established pre-cap- 
tive rights and a status, it failed to “squelch” competitors who came 
into the same field and attempted to usurp plaintiff’s rights. By 
the way, German Brewing Company v. Windber Brewing Corp., 
(Court of Common Pleas, Somerset County, Pa.) is distinguishable 
from the instant case in that this plaintiff was using the words “Old 
German” before any competitor in the same territory registered or 
used the words and there is proof here that the purchasing public 
understood that “Old German” meant plaintiff’s product before the 
competition came. As to the basic patent involved in the Shredded 
Wheat Case, no discussion is necessary. However, it is an important 
factor in distinguishing the Shredded Wheat Case from the instant 
case. I find that defendant has resorted to unfair methods and pro- 
cedure for the reasons stated elsewhere in this report, a factor which 
again distinguishes the Shredded Wheat Case. As to the “secondary 
meaning,” I find that plaintiff is not required to resort to that prin- 
ciple, although I am of the opinion that the facts proven permit such 
a finding. In spite of some of the statements made by Justice Bran- 
deis in his opinion in the Shredded Wheat Case, I do not take him 
to mean—nor is it the rule—that a concern which adopts and for 
many years uses a trade-name in a given territory should be pre- 
vented from having ownership rights to that name for the sole 


reason that the name does not identify the producer of the product. 


‘““A demand created by advertising belongs to the advertiser” (Chap- 
man v. Waterman Co., 178 A. D. 697 [7 T.-M. Rep. 182]. There 


is an interesting discussion of this subject and of the Shredded 
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Wheat Case at page 255 of the Cornell Law Quarterly for February, 
1939. 

Proof has been presented to me bearing each way on the ques- 
tion whether or not actual confusion has been caused by defendant 
among purchasers whereby customers were deceived. But proof of 
actual confusion is not a sine qua non of plaintiff's case. The proof 
does show a situation such that deception has been a natural and 
proper result of defendant’s procedure. And this suffices (Corpus 
Juris, Vol. 63, Sections 104, 106, 107, 108, 109, 129; E-Z Mills, 
Inc. v. Martin Bros. Co., 95 Fed. [2d] 269, 72; Ford Motor Co. v. 
Cady Co., 215 A. D. 786 |15 T.-M. Rep. 243] ; Kosterling v. Seattle 
Brewing & Malting Co., (116 Fed. 620, 1). 

The testimony concerning the transactions had between de- 
fendant and Northern Brewing Company of Watertown, N. Y., 
relative to claimed unfair competition methods practiced by the 
Northern Brewing Company is interesting as indicating defendant’s 
views as to “confusion” (see Plaintiff's Exhibits 25, 26 and 34). 


It is plain to me that “‘confusion” might result fully as easily from 





comparing bottle caps and labels used by plaintiff and defendant 
as from comparing those of defendant with those of the Northern 
Brewing Company. This applies also to selection of colors, arrang- 
ing of color bands and shapes of labels. 

Plaintiff's case has not been injured by any proof offered as to 
registrations of trade-marks by others. For the rights in such trade- 
marks do not extend beyond the exact scope of the trade-marks as 
registered—ownership gives rights only over the territory in which 
the registered trade-mark has been used (U. S. Printing & Litho- 
graphing Company v. Griggs Cooper § Co., 279 U.S. 156) [19 T.-M. 
Rep. 187] and the registrations are not a bar as against one who has 
used and continued to use the same trade-name before such registra- 
tion. No proof has been presented of the use of the words “Old Ger- 
man” as a trade-mark in territory covered by plaintiff before plaintiff 
began using “Old German” as a trade-name. 

I cannot see that the inclusion of the word “Lang’ ’or “Lang’s”’ 


sometimes in the trade-marks deprives plaintiff of any rights as 
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against defendant (see Hanover Star Milling Company v. Metcalfe, 
supra). 

I deem it unnecessary to discuss at length other possible in- 
fringers upon plaintiff’s rights. Their conduct can be of no aid 
to this defendant, nor can any attitude taken by this plaintiff rela- 
tive to them amount to a waiver by plaintiff or an estoppel of plain- 
tiff as to this defendant. In the Ward Baking Company Case, 198 
Fed. 398, evidence was introduced to show that others in different 
parts of the United States had used the picture of a grist mill on 
similar goods. With respect to that contention, the Court stated: 


The Courts have held that this amounts to a statement that other per- 
sons have also imitated and infringed the plaintiff's trade-mark. Mr. 
Justice Story said that this “rather aggravates than excuses the misconduct 
(of the defendant) unless done with the consent, or acquiescence of the 
plaintiff's.” Taylor v. Carpenter (C. C.) 3 Story, 458 Fed. Cas. No. 13, 
784; Aktiengesellschaft, etc. v. Amberg, 109 Fed. 181, 48 C. C. A. 264; 
Saxlehner v. Hianer, etc. Co. 179 U.S. 19, 37, 39, 21 Sup. Ct. 7, 45 L. Ed. 60. 

Of course, if the complainant has an exclusive prior right to the use 
of the word as a trade-mark, the fact that many others were endeavoring 
to filch the name when defendant entered the field would not make the 
defendant any the less an infringer, whatever the effect of such facts upon 
the question of damages. (Computing Scale Co. v. Standard Computing Scale 
Co., 118 Fed. 965, 962.) 

I find that in many instances the United States Patent Office 
has refused registration as a trade-mark of the words “Old German” 
as applied to lager beer on the ground that the words are geograph- 
ical or that “Old German lager” is but a style of beer. I also find 
that plaintiff has not attempted to register “Old German” as its 
trade-mark in the United States Patent Office or in New York State. 
These facts have been fully discussed by counsel. I find them of 
little if any material importance. The opinion of the Patent Office 
in these matters is always subject to review and is a mere depart- 
mental opinion and not that of any court, and the refusal of the 
Patent Office to grant registration of the words “Old German” to 
other beer producers could not operate to prevent plaintiff from 
having rights to a trade-name through prior adoption and user. 


The manufacturer or vendor is entitled to the reputation which his 
goods have acquired and the public to the means of distinguishing between 
them and other goods; and protection is accorded against unfair dealing 
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whether there be a technical trade-mark or not. (Warner & Co. v. Eli Lilly 
& Co., 285 U. S. 526.) 

In recent years the Patent Office seems to have realized that a too 
narrow interpretation of the words “merely geographical” is unsatisfactory. 
Decisions multiply which hold that certain meaningless geographical names 
may be granted registration regardless of whether the locality is in the 
United States or abroad. The prevalent theory appears to be that to re- 
ject a mark on the ground of its being merely geographical, the place re- 
ferred to must possess at least “a reasonably well-known geographical 
meaning.” Thus the mark “Lakeside” although mentioned in the Post 
Office Directory as the site of seventeen Post Offices, was held not “reason- 
ably well known” in that sense and was granted registration. (Derenberg on 
Trade-Mark Protection and Unfair Trading, page 249.) 

With all the information available to defendant as to the busi- 
ness methods utilized by plaintiff since 1900 and with all the various 
labels, trade-names, etc., available to defendant, I see no valid rea- 
son why defendant should be upheld in following the course it did. 
A situation is presented whereunder any doubts should be resolved 
in favor of the prior trader. The initial burden of proof in this 
case is, of course, on plaintiff, but as the proof stands, the deliberate 
adoption and use by defendant of a trade-name the same as that 
which had been adopted and for many years used by plaintiff in- 
dicates unfair competitive methods beyond any reasonable doubt 
(Corpus Juris, Vol. 63, page 375; Ind. Rayon Corp. v. Dutchess 
Underwear Corp., 17 Fed. Supp. 783, 8). 

Nothing is shown by the affidavits to repel the suspicion which naturally 
arises that the subsequent adoption of such a very similar label by one 
of the two rivals in the same city could not be accidental but must have been 
for the purpose of confusion. (Anheuser-Busch Brewing Co. v. Clarke, 26 
Fed. 410.) 

The shape of the labels used on bottles is a matter of small 
controlling importance. Plaintiff cannot be held to have had any 
preferential rights as to shapes of bottle labels, although similar 
shaping of labels is incidentally involved in the case. Confusion 
comes in the main from the prominent use of the words “Old Ger- 
man” and from the imitation of the tri-color scheme adopted and 
used by plaintiff since 1900. Although the word “Phoenix” ap- 
pears prominently and the name of the defendant corporation is in 
small letters upon most of defendant’s labels in evidence, the thing 


featured on all defendant's labels has been the words “Old German” 
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coupled with the word “brand” in smaller letters. This does not 
present a situation where, as in the Shredded Wheat case, inno- 


cent intent can be fairly found; but altogéther and taken with all 


the other circumstances discussed herein, it shows a plan and opera- 


tions under that plan to compete unfairly. 

In Ward Baking Co. v. Potter-Wrightington, Inc., (298 Fed. 398, 
401, 402, 404) [14 T.-M. Rep. 253] the Court said: 

The emblem adopted by the defendant appellant is not identical with 
that of the plaintiff appellee. In analyzing the two wrappers, differences 
may be pointed out which, if known and recognized, might avoid mistaking 
one for the other. But the usual purchaser does not analyze; he merely 
looks, perhaps hastily ; and the test must be whether the similarity of brands 
would mislead the “ordinary observer.” Columbia Mill Co. v. Alcorn, 150 
U. S. 460, 14 Sup. Ct. 151, 37 L. Ed. 1144; Cantrell & Cochrane v. Hygeia 
Distilled Water Co. Ine. (C. C. A.) 283 Fed. 400; Hanover Milling Co. v. 
Metcalfe, 240 U. S. 403, 424, 36 Sup. Ct. 357, 60 L. Ed. 713. 

See also Kosterling v. Seattle Brewing & Malting Co., 116 Fed. 
620, 621; Gebbie v. Stitt, 31 N. Y. C. 102 and Arthur Guinness Son 
§ Co. v. Von Bernuth, Inc., 14 Fed. Sup. 210, 211. 

I touch on defendant’s claim of laches in plaintiff only enough 
to say that, giving consideration to the time of plaintiff’s initial user 
and its long continued user of the words “Old German,’ the labels, 
caps, colors, etc., and considering the efforts made and the time they 
were made by plaintiff's representative to persuade defendant to 
discontinue its claimed competition which did not have a material 
beginning until after January 1, 1936, the claim of laches has no 
valid basis. 

Plaintiff is entitled to an injunction restraining defendant from 
using the name “Old German’”’ to designate or describe or advertise 
beer sold by it to the public in the territory fairly covered by plain- 
tiff in its sales of its “Old German” beer. No testimony has yet been 
presented to me under which I can award any specific amount of 
damages. I award costs to plaintiff. 
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DEcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Held that applicant opposer is not entitled to 
register the notation ““The Minuette” as a trade-mark for pianos in 
view of the prior use of the mark “‘Musette”’ for the same goods. 

The ground of the decision is that the goods being the same the 
two marks are confusingly similar. 

In his decision the Assistant Commissioner said: 

The two words “Minuette” and “Musette” differ somewhat in sound, 
but less so in appearance, and in relation to music their meanings are sub- 
stantially the same. Considering the identity of the goods to which the 
marks are applied I am constrained to agree with the Examiner that the 
likelihood of confusion is at least sufficient to give rise to doubt, and, as 


has frequently been said in proceedings of this character, doubts must be 
resolved in favor of the first user. 


. . 


Then, after noting that in the Examiner’s decision and in the 
briefs there had been considerable discussion of applicant's asserted 
use of the word “Minuet” in connection with pianos before opposer's 
use of its marks, he said: 

Apparently the word was used in advertising and possibly to some ex- 
tent as a trade-mark, but I think such facts are immaterial to the issue 
here presented. Applicant is not seeking to register “Minuet,” and its use 
of that word either in advertising or as a trade-mark would not support 


registration of its present mark “The Minuette.” As between “Minuette” 
and “Musette” the rights of the parties are not here in issue. ! 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “I. L. S.” 
such as so-called floor lamps, in view of the use by opposer of the 
notation “I. E. S.” 


In his decision, after stating that the opposer had alleged in its 


as a trade-mark for portable electric lamps, 


notice of opposition that it was known throughout the world by the 
initials “I. E. S.” and that for a number of years it had approved 
specifications for the manufacture of floor and table lamps and has 
entered into arrangements with upwards of 100 manufacturers by 
which they were permitted to apply a tag to their products bearing 


1 Winter and Company, Inc., v. Gulbransen Company, Opp. No. 16,908, 
163 M. D. 287, 41, June 13, 1939. 
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certificates that the same complied with the Illuminating Engineer- 
ing Society’s specifications, and noting that the Examiner had re- 
fused to register the mark because in his opinion the notations of 
the two parties were confusingly similar, but had dismissed the 
opposition on the ground that the opposer was not the owner, the 
Assistant Commissioner, with reference to the marks themselves, 
said: 


That the two marks, used in connection with identical merchandise, are 
so similar as to be likely to confuse the public and to deceive purchasers 
seems clear beyond argument; and I think applicant’s appeal is without 
merit. I agree with applicant’s counsel, however, that the Examiner was 
inconsistent in dismissing the opposition and at the same time refusing to 
register applicant’s mark on the ground that it is confusingly similar to 
opposer's mark. It is my opinion that the opposition should have been 
sustained. 


He then said: 


It is true that opposer did not own its mark, in the sense that it would 
have been entitled to the registration thereof, prior to the amendment of 
June 10, 1938, which provides for the registration of so-called collective 
marks; and I am in agreement with the Examiner that such amendment is 
of no avail to opposer in the present proceeding, because its enactment was 
subsequent to the filing of the opposition. But the registrability of op- 
poser’s mark is not here in issue. All that was required of opposer was to 
show that it would be damaged by the registration of applicant’s mark. 
Such registration would be prima facie evidence that applicant owned the 
mark, and potentially at least would interfere with opposer's use of its own 
very valuable notation. I think that is sufficient proof of damage within 
the meaning of the statute. 


And he further said: 


Moreover, I am inclined to feel that opposer’s use of its mark may 
properly be said to be “analogous to a trade-mark use” (citing decisions). 
Certainly those cases establish the doctrine that an opposer is not required 
to own a trade-mark or to use it strictly as such in order to prevent regis- 
tration to another of a confusingly similar mark. All that need be shown 
is opposer’s “priority of use analogous to a trade-mark use” and the “like- 
lihood of damage to him by the registration of such mark to another.” I 
think this showing has been made by opposer in the instant case. 2 


2 Illuminating Engineering Society v. Seelig Specialties Co., Opp. No. 
16,579, 163 M. D. 295, June 23, 1939. 
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Descriptive Term 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the notation “Insect-O-Soap,” as a trade- 
mark for saponified liquid soap for use with insecticides as a carrier 
or spreader. 

The ground of the decision is that the mark is descriptive of the 
goods. 

After referring to statements in the applicant’s brief, the As- 
sistant Commissioner said: 

Admitting the mark to be highly suggestive, applicant contends that 
it is not descriptive of the goods with which it is used, nor of the character 
or quality of such goods. It is apparent, however, that applicant’s product 
is a soap designed for use in the extermination of insects, and it seems to 
me that such a product is quite aptly described by the expression “insect 
soap.” The separation of these words by hyphens and the letter “O” ob- 
viously adds nothing to registrability. 


Then, with reference to a possible registrability of the term 
under the Act of 1920, he said: 


It may be that upon a proper showing applicant’s mark would be held 
registrable under the act of March 19, 1920, but I am constrained to agree 
with the Examiner that registration under the Act of 1905 is not per- 
missible. 3 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that Forstner Chain Corporation was en- 
titled to register the word “Fortune” as a trade-mark for key chains, 
watch chains, tie holders, etc., notwithstanding the prior adoption 
and use by General Shoe Corporation of the same word as a trade- 
mark for boots, shoes and slippers of leather and fabric, and that 
this prior use affords no basis for cancelling the registration obtained 
by Forstner Chain Corporation. 

In his decision, after noting that the petitioner for cancellation 
argues that the goods are of the same descriptive properties since 
they are worn upon the person for utilitarian purposes and personal 


3 Ex parte Andrew Wilson, Inc., Serial No. 409,543, 163 M. D. 290, 
June 16, 1939. 
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adornment, and are frequently sold at the same stores and to the 
same purchasers, the Assistant Commissioner said: 


I have given careful consideration to petitioner’s argument, but I am 
constrained to agree with the Examiner that the goods here involved are 
of different descriptive properties; and I think there is no reasonable like- 
lihood that confusion will result from their sale under identical marks. 
Petitioner cites numerous cases wherein the contrary has been held with 
respect to various items of merchandise, but none of such cases affords 
authority for sustaining petitioner’s contention here. 4 


Goods of Same Descriptive Properties 


Frazer, A. C.: Held that applicant is not entitled to register 
the word “Skyway” as a trade-mark for rubber soles, in view of the 
prior adoption and use by opposer as a trade-mark for shoes of 
leather, fabric or combinations thereof, of a mark consisting of the 
words “Sky Riders” in association with the picture of an airplane. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar as applied 
thereto. 


In his decision, after stating that it was conceded that the marks 


are of the same descriptive properties, and that the only point is 


whether the marks are confusing, the Assistant Commissioner said: 


The marks differ considerably both in appearance and in. sound, but I 
think they are both dominated by the word “sky,” and that they both convey 
the same general impression to the mind. It is stipulated that “Skyway” 
is a coined expression “not listed in any dictionary,” but that does not 
alter the fact that “sky” and “way” are both words in common use; and 
when combined, as in applicant’s mark, the resulting fanciful suggestion 
of a way in the sky is immediate, and its association with airplanes or 
“sky riders” would seem highly probable. In view of the close relation- 
ship of the goods in question, I cannot escape the conviction that the two 
trade-marks are too nearly alike to be concurrently used in trade without 
at least some likelihood of confusion. 5 


Frazer, A. C.: Held that Kaufmann Department Stores, Inc., 
was not entitled to register a certain trade-mark the dominant fea- 


ture of which is the word “Cavalier,” as a trade-mark for “men’s 


4 General Shoe Corporation v. Forstner Chain Corporation, Canc. No. 
3259, 163 M. D. 298, June 30, 1939. 

5 General Shoe Corporation v. Essex Rubber Company, Opp. No. 17,168, 
163 M. D. 299, June 30, 1939. 
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and boys’ hats and caps,” “men’s and boys’ suits and overcoats,” 


“men’s shirts and numerous other articles of men’s wearing ap- 


parel,” and “boys’ hats and caps,” respectively, in view of the prior 
registration by S. H. Kress and Company, of the term “Cavalier” 
as a trade-mark for hosiery, and that the said registrations issued to 
the Kaufman Department Stores, Inc., should be cancelled. 

The ground of the decision is that the marks are the same and 
the goods are of the same descriptive properties. 

With respect to the goods the Assistant Commissioner said: 

That they are of the same descriptive properties is amply established 
by the authorities cited by the Examiner, the most nearly pertinent of 
which is R. H. Macy & Co. v. H. W. Carter & Sons, 56 App. D. C. 249, 12 
Fed. [2d] 190, where such ruling was made with respect to hosiery and 
men’s and boys’ coats. In my opinion each of respondent’s marks, viewed 


in its entirety, is so nearly similar to petitioner’s mark as to be likely to be 
confused therewith when applied to goods of the character here involved. 


With respect to respondent’s contention that since petitioner 


took no testimony it has failed to prove use of its registered trade- 
mark, he said: 


Unquestionably it must be made to appear that petitioner was using 
its mark at the time the petitions were filed, but no further proof is re- 
quired. Upon that showing damage will be presumed. American Cyanamid 
Co. v. Synthetic Nitrogen Products Corp. 19 C. C. P. A. 1235, 58 Fed. [2d] 
834 [22 T.-M. Rep. 275]. Not only does registration of a trade-mark con- 
stitute prima facie evidence of its ownership, but, as heretofore noted, re- 
spondent in its answers has expressly admitted petitioner’s ownership of 
the mark in question. And ownership of’a mark implies use. Ely & Walker 
Dry Goods Co. v. Sears Roebuck & Co., 24 C. C. P. A. 1244, 90 Fed. [2d] 257 
[27 T.-M. Rep. 462]. There being no proof to the contrary it must thus 
be assumed that petitioner was using its mark when the petitions were 
filed, and that it is injured by the registration of each of respondent’s marks. 


With respect to the argument that as to one of the registrations 
the question is res judicata in view of a decision in an interference, 


he said: 


Because the question was not presented in the pleadings, it is not in issue 
and will not be considered. 


With respect to the argument that petitioner’s mark is merely a 


geographical name or term and thus forbidden registration, he said: 
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Upon this point I express no opinion, because the validity of petitioner’s 
registration is not open to inquiry in this proceeding. American Cyanamid 
Co. v. Synthetic Nitrogen Products Corp., supra. ® 


Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register, as a 


trade-mark for anti-freezing solution for radiators, the notation 
“Testone,’ notwithstanding the prior adoption, use, and registration 
by opposer of the term “Zerone’’ and the same word in association 
with the representation of a thermometer, as trade-marks for the 
same goods. 

In his decision, after stating that the opposer did not seriously 
contend that there was any likelihood of confusion between the 
term “Zerone” and the term “Testone,” the Assistant Commissioner 
said: 


As used, however, opposer’s mark includes the representation of a ther- 
mometer extending vertically above the letter “O.” In applicant’s mark 
the two “t’s” are said to be formed to represent thermometers that extend 
vertically above the world, and it is chiefly their appearance to which 
opposer objects. In other words, opposer insists that the vertical ther- 
mometer of its mark and the vertical thermometers of applicant’s mark 
render the two marks in their entireties confusingly similar. 


He then further said: 


While the lettering of the mark is peculiar, it would not have occurred 
to me that a representation of thermometers was intended, nor do I think 
the idea would readily suggest itself to the average purchaser. 


Then with respect to the showing made in opposer’s brief of 
what is asserted to be the applicant’s mark as actually used, he said: 


But this is not the mark sought to be registered, nor the mark shown in 
the specimens filed with the application; and as stated by the Court of 
Customs and Patent Appeals in Lucien Lelong, Inc., v. Elgin American Manu- 
facturing Co., 23 C. C. P. A. 1139, 83 Fed. [2d] 690 [26 T.-M. Rep. 350], trade- 
marks “must be taken as they are registered, with the presumption that the 
parties will use the marks as registered.” 7 


6S. H. Kress and Company v. Kaufmann Department Stores, Inc., Canc. 
Nos. 3231, 3239, 3240, and 3241, 163 M. D. 285, June 12, 1939. 

7E. I. du Pont de Nemours and Company v. Samuel Rosenberg, Opp. 
No. 17,395, 163 M. D. 288, June 15, 1939. 








